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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )□ Responsive to communication(s) filed on . 

2a)S This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 
Disposition of Claims 

4) ^ Claim(s) 1-35 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) |El Claim(s) 1-4.7-21. 23-26.28-31. 33 and 34 is/are rejected. 

7) E3 Claim(s) 5.6.22.27.32 and 35 is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

11) D The proposed drawing correction filed on is: a)D approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

13) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 

a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received, 

2. n Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 . 
Attachment(s) 

1 ) □ Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-41 3) Paper No(s). . 

2) D Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) D Notice of Informal Patent Application (PTO-152) 

3) □ Information Disclosure Statement(s) (PTO-1449) Paper No(s) . 6) □ Other: 



U.S. Patent and Trademark Office 
PTO-326 (Rev. 04-01) 



Office Action Summary 



Part of Paper No. 9 





Application/Control Number: 09/656,894 
Art Unit: 2682 



Page 2 



DETAILED ACTION 



1 . This action is responsive to the communication filed 4/1/2003. 



2. The following is a quotation of the appropriate paragraphs of 35 
U.S.C. 102 that form the basis for the rejections under this section made in 
this Office action: 



A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 



3. Claims 1-3, 7, 10, 12 are rejected under 35 U.S.C. 102(a) as being 
anticipated by Yee et al. (US 6,085,090). 

Regarding claim 1 , Yee teaches a method for controlling the update 
frequency of a positioning device in a mobile terminal, comprising: storing 
at least one reference position POS1, which inherently indicates a remote 
location of interest (col. 8, line 45) in said mobile terminal; determining the 
current position POS2; computing a distance of said current position from 
said reference position (col. 8, lines 53-55); and determining a positioning 
update frequency based upon the distance (sleep interval, increase, 
decrease, col. 8, lines 55-58). 



Claim Rejections - 35 USC § 102 
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Regarding claims 2-3, 7, Yee also teaches increasing the update 
frequency when the distance decreases and vice versa, col. 8, lines (55- 
58). 

Regarding claims 10 and 12, Yee teaches a mobile terminal (fig. 2), 
comprising: a transceiver 1 14 for transmitting and receiving signals over a 
wireless channel; memory 106 for storing at least one reference position 
POS1, which inherently indicates a remote location of interest (col. 8, line 
45); a position estimator (GPS 140) to periodically determine a current 
position POS2 of said mobile terminal at a variable update frequency (sleep 
interval, increase, decrease, col. 8, lines 55-58); and a control logic 
including a processor 104 to calculate the distance of said mobile terminal 
from said reference position POS1 based on said current position POS2 
and to adjust said variable position update frequency as a function of said 
distance of said mobile terminal from said reference position (col. 8, lines 
53-58). 

4. Claims 13-14, 18, 23-24, 34 are rejected under 35 U.S.C. 102(e) as 
being anticipated by Yen (US 2003/0036389). 
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Regarding claim 1 3, Yen teaches a method of initiating a search for a 
control channel in a communications network by a mobile terminal, 
comprising: storing at least one reference position (col. 4, [0033], x1, y1) in 
said mobile terminal; determining the current position (col. 4, [0035], x2,y2); 
computing a distance of said current position from said reference position 
(col. 4, [0035, 0036]); and initiating a search for a channel based on said 
distance (col. 4, [0036]). 

Regarding claim 14, Yen also teach the step of establishing 
communications (col. 4, [0032]). 

Regarding claim 18, Yen also teaches using GPS (col. 4, [0035]). 

Regarding claim 23, Yen teaches a mobile terminal, comprising: a 
transceiver 116 (fig. 1 ), memory 104 for storing at least one reference 
position (col. 4, [0033], x1, y1) in said mobile terminal; a position estimator 
1 14 for determining the current position (col. 4, [0035], x2,y2); and control 
logic 102 for computing a distance of said current position from said 
reference position (col. 4, [0035, 0036]) and initiating a search for a 
channel based on said distance (col. 4, [0036]). 

Regarding claim 24, Yen also teaches GPS receiver 1 14 (fig. 1). 
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Regarding claim 34, Yen teaches a method of initiating a search for a 
control channel in a radio communications system by a mobile terminal, 
comprising: repeatedly determining the current location of the mobile 
terminal with respect to reference position associated with the radio 
communication system (col. 4, [0035], and [0038]); and initiating a search 
for a channel based on a computed distance that is less than a 
predetermined distance ([0035], [0036], less than L). 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the 
basis for all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having' ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. Claim 4 is rejected under 35 U.S.C. 103(a) as being unpatentable 
over Yee in view of Sugiura et al. (US 6,362,783). 

Regarding claim 4, Yee fails to teach determining the velocity of the 
mobile terminal based on two or more position estimates. Determining the 
velocity of the mobile terminal based on two or more position estimates is 
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conventionally well known. Sugiura teaches that the speed of the mobile 
terminal is determined based on two position estimates (col. 21, lines 32- 
40). It would have been obvious to one of ordinary skilled in art at the time 
the invention was made to provide the teaching of Sugiura to the system of 
Yee in order to indicate the speed or velocity to the user. 

7. Claims 8-9 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Yee in view of Yen (US 2003/0036389). 

Regarding claim 8, Yee fails to teach searching for a channel in an 
alternate network when the distance meets a threshold. In an analogous 
art, Yen teaches searching for a channel in an alternate network when the 
distance meets a threshold (col. 4, [0036]). It would have been obvious to 
one of ordinary skilled in art at the time the invention was made to provide 
the teaching of Yen to the system of Yee in order to conserve battery 
power. 

Regarding claim 9, Yee as modified by Yen also teaches control 
channel DCCH (col. 2, [0012] of Yen). However, Yee as modified fails to 
teach a private wireless telephone system. It is taken official notice that the 
art using dual mode mobile terminal is conventionally well known. It would 
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have been obvious to one of ordinary skilled in art at the time the invention 
was made to also include dual mode mobile terminal, which uses the 
private wireless system to the system of Yee in order to enhance the 
operability of the mobile terminal. 

8. Claim 1 1 is rejected under 35 U.S.C. 103(a) as being unpatentable 
over Yee in view Janky (US 5,786,789). 

Regarding claim 1 1 , Yee fails to teach that the position estimator is 
removable from the mobile terminal. Janky teaches that a GPS receiver 
can be removed from a mobile terminal (fig. 5). It would have been obvious 
to one of ordinary skilled in art at the time the invention was made to 
provide the teaching of Janky to the system of Yee in order to reduce the 
cost of replacement when either one of the two units is damaged. 

9. Claims 1 5-1 7, 28-31 , 33 are rejected under 35 U.S.C. 1 03(a) as 
being unpatentable over Yen. 

Regarding claims 15-17, Yen fails to teach a private wireless 
telephone system including short-range communication Bluetooth. It is 
taken official notice that the art using dual mode mobile terminal is 
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conventionally well known. It would have been obvious to one of ordinary 
skilled in art at the time the invention was made to also include dual mode 
mobile terminal, which uses the private wireless system to the system of 
Yen in order to enhance the operability of the mobile terminal. 

Regarding claim 28, the claim is interpreted and rejected for the same 
reason as set forth in claims 15-16. 

Regarding claim 29, the claim is interpreted and rejected for the same 
reason as set forth in claim 15. 

Regarding claim 30, Yen also teaches repeatedly performing 
computing the distance (T timeouts [0035]). 

Regarding claim 31, Yen inherently teaches repeatedly searching for 
a channel as long as the distance is less than a predetermined distance 
(see less than L in [0035] and [0037]). 

Regarding claim 33, the claim rate of change also reads on distance 
values varied between less than L and higher than L in [0035-0037] of Yen. 

10. Claims 19-21 , 25-26 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Yen in view of Yee. 
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Regarding claims 19-21, Yen fails to teach the determining a 
positioning update frequency based upon the distance and rate of change. 
This technique is addressed in the above with respect to Yee (sleep 
interval, increase, decrease, col. 8, lines 55-63). It would have been 
obvious to one of ordinary skilled in art at the time the invention was made 
to provide the teaching of Yee to the system of Yen in order to reduce 
power consumption. 

Regarding claims 25-26, the claims are interpreted and rejected for 
the same reason as set forth in claims 19-21 . 



Allowable Subject Matter 

1 1 . Claims 5-6, 22, 27, 32, 35 are objected to as being dependent upon a 
rejected base claim, but would be allowable if rewritten in independent form 
including all of the limitations of the base claim and any intervening claims. 

Regarding claim 5, the prior art of record fails to teach the step of 
determining the position update as claimed. 
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Regarding claim 22, the prior art of record fails to teach the step 
determining and initiating a search based upon the conditions (i) and (ii) as 
claimed. 

Regarding claims 27, 32, 35, the prior art of record fails to teach the 
initiating a search based upon the condition as claimed. 

Response to Arguments 

12. Applicant's arguments filed 4/1/2003 have been fully considered but 

they are not persuasive. 

Regarding the rejection of independent claims 1 and 10, Applicant 
contends that the amended term "remote location of interest" has 
been added to claims 1 and 10 to make clear that the reference 
position used for determining distance is not a current or past position 
of the mobile terminal itself, but is the position of something remote 
from, or external to, the mobile terminal" is not disclosed by Yee 
patent because the distance used in the Yee patent for determining 
whether to change the update frequency is not related to the claimed 
"remote location of interest". 
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In response, given the broadest reasonable interpretation during 
prosecution, the term that recites the reference position indicative of a 
remote location of interest reads on the reference position POS1 (col. 
8, line 45) of Yee because this reference position POS1 is also a 
remote location of interest compared to the current position POS2 
(col. 8, line 51). Since the reference position POS1 is a remote 
location of interest, it is stored in the memory so that it can be used to 
compare with the current position POS2. Therefore, based upon this 
broad claimed limitation the Yee patent still anticipates the claimed 
invention. 

Regarding the rejection of claim 13-21, 23-26, 28-31 and 33-34, 
Applicant further argues that the Yen publication is not qualified as 
prior art under § 1 02(e) with respect to any application having an 
effective filing date prior to November 29, 2000, including the present 
application, which is filed on September 7, 2000, according to section 
706.02(a) of the MPEP. 

In response, section 706.02(a) of the MPEP states: 

**> Revised 35 U.S.C. 102(e), as amended by the American 

Inventors Protection Act 
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of 1999 (AIPA) (Pub. L. 106-113, 113 Stat. 1501 (1999)), and as 
further amended by 

the Intellectual Property and High Technology Technical 
Amendments Act of 2002 (Pub. 

L 107-273, 116 Stat. 1758 (2002)) , applies in the examination of 
all applications. 

whenever filed, and the reexamination of. or other proceedings 
to contest, all patents . 

The filing date of the application being examined is no longer 
relevant in determining what 

version of 35 U.S.C. 102(e) to apply in determining the 
patentability of that application, or 

the patent resulting from that application. The revised statutory 
provisions supercede all 

previous versions of 35 U.S.C. 102(e) and 374 . with only one 
exception, which is when 

the potential reference is based on an international application filed 
prior to November 
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29, 2000 (discussed further below). Furthermore, the provisions 
amending 35 U.S.C. 

102(e) and 374 in Pub. L. 107-273 are completely retroactive to the 
effective date of the 

relevant provisions in the AIPA (November 29, 2000). See MPEP § 
706.02(f)(1) for 

examination guidelines on the application of 35 U.S.C. 1 02(e). < 

Consequently, the Yen publication's filing date filed on August 
19, 1999, which is prior to the filing date of the present application, 
and does not base on an international application filed prior to 
November 29, 2000, does qualify as prior art under the Revised 35 
U.S.C. 102(e). 

From the above, the examiner believes that the rejection of claims 1- 
4, 7-21, 23-26, 28-31, and 33-34 is proper. 

Conclusion 

1 3. THIS ACTION IS MADE FINAL. Applicant is reminded of the 
extension of time policy as set forth in 37 CFR 1 .136(a). 
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A shortened statutory period for reply to this final action is set to 
expire THREE MONTHS from the mailing date of this action. In the event a 
first reply is filed within TWO MONTHS of the mailing date of this final 
action and the advisory action is not mailed until after the end of the 
THREE-MONTH shortened statutory period, then the shortened statutory 
period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the 
mailing date of the advisory action. In no event, however, will the statutory 
period for reply expire later than SIX MONTHS from the mailing date of this 
final action. 

Any inquiry concerning this communication or earlier communications 
from the examiner should be directed to LEE NGUYEN whose telephone 
number is (703)-308-5249. The examiner can normally be reached on 8:00 
AM - 4:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, VIVIAN CHIN can be reached on (703) 308-6739. 
The fax phone numbers for the organization where this application or 
proceeding is assigned are (703) 872-9314 for regular communications and 
(703) 872-931 4 for After Final communications. 
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Any inquiry of a general nature or relating to the status of this 
application or proceeding should be directed to the receptionist whose 
telephone number is 703-305-4700. 



LEE NGUYEN (m, £> 
Primary Examiner ' 
Art Unit 2682 



